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[the period for RESPONSE; 
3) Q is extended to ain 



ADVISORY ACTION 



. or continues to run _ 



_ from the date of ttie finaJ rejection 



b)^^xpires three months from the date of the final rejection or as of the mailing date o( this Advisory Action, whichever ts later In no 
event however, wil) the statutory period for the response expire later than six months from the date of the final rejection. 

Any extension of time must be obtained by filing a petition under 37 CFR 1 . 1 36(a). the proposed response and the appropriate fee 
The date ori which ttie response, the petition . and the fee have been filed is the date ol the response and also the date for the * 
purposes of determining the period of extension and the coresponding amount of the fee. Any extension fee pursuant to 37 CFR 
1 . 1 7 will be calculated from the date of the originally set shortened statutory period lor response or as set forth in b) above. 

Q Appellants Brief is due in accordance with 37 CFR 1.192(a). 

X?rf Sil™"Ih '^'T'^ '° "I!^' '^'^^^^ '^'^ y^'^^l has been considered with the following effect, but it is not deemed 
to place the applicaton m condition for allowance: ' 

L^^The proposed amendments to the daim and tor spedftcation win not be entered and the finaJ rejectior> stands because; 

a. □ There is no convindng showing under 37 CFR 1 .1 16(b) why the proposed amendinent is necessary and was not eariier 
presented. 



^^They raise new issues that would require further consideration and^or search. (See Note). 

c. O They raise the issue of new matter. (See Note). 

d. □ They are not deemed to place the application in better form lor appeal by materially redudng or simplifying the issues for 

appeal. 

e. □ They present additional claims without cancelling a corresponding number of finally rejected claims. 



NOTE: 



2. Q Newly proposed or amended daims- 
the norvaUowable claims. 



would be allowed it submitted in a separately filed amendment canceOing 

itu»of tl 



3. □ Upon the filing an appeal, the proposed amendment Q will be entered □ will not be entered and ttia statuyof the daims will 
£>e as follows; 



Claims aDowed: 

Claims objected to: , 
Claims rejected: 



However 

□ Applicants response has overcome tfw following rejection(s): , 



PRIMARY DtA.\^.Ji0?[ 



4. □ The affidavit, exhibit or request for reconsideration has been considered but does not overcome the rejection because _ 



m 
O 



5. □ The affidavit or exhibit will not be considered because applicant has not shown good and sufficent reasons why it was not earfier 
presented. 

□ The proposed drawing correction Q has Q has not been approved by the examiner. f /^f^ Pi^jfyy h/ / 

PT^^,REv.M., 7)Nf ^^.^^ ^ r^ ^^ ^^<r?^^ ^^^^y. 
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This application contains claims directed to the following patentably distinct species of 
the claimed invention: a) an implant comprising any therapeutic agentj b) an implant with a 
therapeutically active anti inflammatory drug, c) an implant corr^rising a steroid, d) an implant 
comprising a non-steroidal anti inflammatory drug. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, active agents are generic. 

AppHcant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 



all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR LI 41. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP 



comprising release modulators. Applicant is required under 35 U.S.C. 121 to elect a single 



disclosed species, even though this requirement is traversed. 




Should applicant elect a), the 'following elections of species are required: 



Claims 1 1, 12, 14, 15 are generic to a plurality of disclosed patentably distinct species 
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Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 



Claim 13 is generic to a plurality of disclosed patentably distinct species comprising 
structures. Applicant is required imder 35 U.S.C. 121 to elect a single disclosed species, even 
though this requirement is traversed. 

Should applicant traverse on the groxmd that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 1 03(a) of the other invention. 



Should applicants elect c), the following elections of species are required: 
Claims 21, 23, 24 are generic to a plurality of disclosed patentably distinct species 
comprising release modulators. Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Claim 22 is generic to a plurality of disclosed patentably distinct species comprising 
structures. Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even 
though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection xinder 35 U.S.C. 103(a) of the other invention. 

Should applicant elect d), the following elections of species are required: 

Claim 26, 28, 29 are generic to a plurality of disclosed patentably distinct species 
comprising release modulators. Applicant is required under 35 U.S.C. 121 to elect a single 
disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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Claim 27 is generic to a plurality of disclosed patentably distinct species comprising 
structures. Applicant is required under 35 U.S.C. 121 to elect a single disclosed species, even 
though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions impatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

A phone election was not attempted due to the complexity of the requirement. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edward J. Webman whose telephone number is (703) 308-4432. 
The examiner can normally be reached on Monday through Friday from 9:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Donald E. Adams, Ph.D., can be reached on (703) 308-0570. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 305-3592. 



• 
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Art Unit: 1617 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1235. 

E.Webman:BL 
10/04/99 



EDWABipj.lVEBMAW 
PRiMA'Ry EXAMINER 
GROUP 1500 




